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The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)S Responsive to communication(s) filed on 9-22~03\ 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 11, 453 O.G. 21 3. 

Disposition of Claims 

4) ^ Claim(s) 1,3-6 and 12 is/are pending in the application. 

4a) Of the above claim(s) 7-1 1 and 13-17 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) I3 Claim(s) 13-6 and 12 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. .. 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 



Attachment(s) 

1) E3- Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) H Information Disclosure Statement(s) (PTO-1449) Paper No(s) 4 . 



4) Q Interview Summary (PTO-41 3) Paper No(s). 

5) Q Notice of Informal Patent Application (PTO-152) 

6) □ Other: 
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DETAILED ACTION 

Claims 1,3-6 and 12 are under consideration in this application. 
Claims 7-11 and 13-17 remain held withdrawn from consideration as being drawn 
to nonelected subject matter 37 CFR 1 .142(b). 

Election/Restrictions 
The restriction requirement is deemed sound and proper for the reasons clearly set 
forth in Paper no. 5 and will be maintained. Applicants have failed to advance any 
cogent reasons as to why the inventions are not independent and not patentably distinct. 

Claim Rejections -35 USC §103 
The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 

Claims 1, 3-6 and 12 are provisionally rejected under 35 U.S.C. 103(a) as being 
obvious over copending Application No. 10/023,471 which has a common inventor with 
the instant application. Based upon the earlier effective U.S. filing date of the copending 
application, it would constitute prior art under 35 U.S.C. 102(e) if published or patented. 
This provisional rejection under 35 U.S.C. 103(a) is based upon a presumption of future 
publication or patenting of the conflicting application. As set forth in Paper no. 5, SN 
10/023,471 discloses compounds that are analogs or position isomers of the instant 
compounds. 

This provisional rejection might be overcome either by a showing under 37 CFR 
1.132 that any invention disclosed but not claimed in the copending application was 
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derived from the inventor of this application and is thus not the invention "by another," or 
by a showing of a date of invention for the instant application prior to the effective U.S. 
filing date of the copending application under 37 CFR 1.131. For applications filed on or 
after November 29, 1999, this rejection might also be overcome by showing that the 
subject matter of the reference and the claimed invention were, at the time the invention 
was made, owned by the same person or subject to an obligation of assignment to the 
same person. See MPEP § 706.02(1)(1) and § 706.02(1)(2). 

Claims 1, 3-6 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Miller et al. (US 2002/014334). 

Miller et al. teach the compounds that differ from the compounds claimed herein 
as a halogen analogs, positional isomers and alkyl homolog of the claimed compounds. 
For example, applicants' fluoro compound is an halogen analog of the compound 
no 5 set forth on page 13 or applicants' 3-methythiazol-2-yl compound is the position 
isomer of example 34 therein. Example 3 1 therein differs by being a hydrogen analogy of 
applicants' methyl group attached to the thiazole ring. Miller et al. teach that the variable 
Ra on the thiazole ring can be hydrogen or methyl. One having ordinary skill in the art 
would have been motivated by the disclosure of the prior art compouns to arrive at other 
compounds within the claimed genus as well as at the claimed species. The motivation to 
make these compounds is their close structural similarities to the disclosed compound. 
Note that the disclosed compounds are useful for treating osteoporosis, thus the skilled 
artisan would expect such structurally similar compounds to possess similar properties. 
While homology is considered to be present even if true "homology" is not present, such 
does not defeat the prima facie case of obviousness raised by the art. Attention, in this 
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regard is directed to In re Druey et al., 50 CCPA 1538, 319 F.2d 237, 138 USPQ 39, 

wherein Judge Worley, delivering the Court's opinion, stated: 

"We need not decide here whether the compounds in question are properly labeled 
homologues. It appears to us from the authorities cited by the solicitor and 
appellants that the term homologue is used by chemists at times in a broad sense, and at 
other times in a narrow or strict sense. The name used to designate the relationship 
between the relatedcompound is not necessarily controlling; it is the closeness of that 
relationship which is indicative of the obviousness or unobviousness of the new 
compound." 50 CCPA 1541. 

Also, as the Court stated in In re Payne et al., 606 F.2d 302, 203 USPQ 245 at 255 
(CCPA 1979): 

"the name used to designate the relationship between related compounds is not 
necessarily controlling; it is the closeness of that relationship which is indicative 
of the obviousness or unobviousness of the new compound." 

In addition, any question of why would one conceive and use the similar 
compounds (i.e. "motivation") is answered by the Court in In re Gyurik et al., 596 F.2d 
1012, 201 USPQ 552 at 557. 

"In obviousness rejections based in close similarity in chemical structure, the 
necessary motivation to make a claimed compound, and thus the prima facie 

case 

of obviousness, rises from the expectation that compounds similar in structure 
will have similar properties." 



Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claim 12 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 

* 

failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 12 fails to recite an effective amount of active ingredient. A mere trace may 
prove inoperable. 

The claims measure the invention. United Carbon Co. V. Binnev & Smith Co., 55 
USPQ 381 at 384, col. 1, end of 1st paragraph, Supreme Court of the United States 
(1942). 

The U.S. Court of Claims held to this standard in Lockheed Aircraft Corp. v. United 
States, 193 USPQ 449, "Claims measure invention and resolution of invention must be 
based on what is claimed". 

The C.C.P.A. in 1978 held "that invention is the subject matter defined by the claims 
submitted by the applicant. We have consistently held that no applicant should have 
limitations of the specification read into a claim where no express statement of the 
limitation is included in the claim": In re Priest . 199 USPQ 1 1, at 15. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 F.3d 
1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed 
Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 
422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 

terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 

with 37 CFR 3.73(b). 



doctrine of obviousness-type double patenting as being unpatentable over the claims of 
copending Application No. 10/023,471. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the instant compounds 
are analogs and position isomers of those recited therein. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 



No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ms. Morris whose telephone number is (703) 308-4533. 



Claims 1, 3-6 and 12 are provisionally rejected under the judicially created 



Conclusion 



November 24, 2003 




